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DETAILED ACTION 

Introduction 

1 . A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1 .17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.114, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.114. Applicants' submissions filed on 1/4/2008 and 12/7/2007 have been entered. 

2. Claims 2, 4, 7, 15-17, 19, 20, 22 and 23 have been amended. Claims 1, 3, 8, 10-14 and 
21 have been cancelled. Claims 2, 4-7, 9, 15-20, 22 and 23 are active. 

3. The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

4. In response to the amendments, the grounds of rejection have been updated as set forth 
below. Rejections not maintained are withdrawn. 

Rejections Based on Prior Art 

5. Claims 2, 7, 9, 15, 19, 22 and 23 are rejected under 35 U.S.C. 102(e) as being anticipated 
by Moreno [US 20040053044A1]. 

Moreno relates to a conformable thick edge adhesive tape. Fig. 3 illustrates that the 
adhesive tape is a laminate comprising a plurality of adhesive segments 20 (adhesive portions 
having a predetermined form), two adhesive sides 18, and a backing 12 [0020]. The adhesive 
sides (protective members) 18 are thicker than the adhesive segments 20. The adhesive 
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segments 20 are provided longitudinally in a central portion of the release sheet, and the 
protective members 1 8 are provided longitudinally on the release sheet along the edges of the 
backing 12. The adhesive segments 20 and the thick sides 18 are spaced apart (they do not 
overlap) [0028]. A low adhesion backsize (LAB) can be used (backing 12 is a release sheet). 
Other layers can be added to the tape, such as primers to increase the adhesion of adhesive layer 
to backing layer. [0027]. 

For claims 2, 7, 9 and 19, since Moreno teaches a conformable adhesive tape, it is clearly 
a flexible material and windable into a roll, and a wound roll of Moreno's adhesive tape reads on 
the structural features of the limitation "the adhesive layer being disposed between the base 
material and the release sheet so that the release sheet is releasably adherent to the adhesive sheet 
portion". Regarding the newly added limitation "the base material and the adhesive layer are 
made of different materials", Moreno's primer layer reads on the base material, which is clearly 
a different material from the adhesive layer. 

For claims 15, 22 and 23, Moreno shows in Fig. 1 that adhesive sheet portions have a size 
and planar form. Since the newly added limitation "adhesive sheet portions have a planar form 
that is disc shaped" merely amounts to rearrange that shape of a planar form, it is not given 
patentable weight, because it does not modify the operation of the article. See MPEP § 
2144.04.VI.C. 

6. Claims 4-6, 16-18 and 20 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Moreno [US 20040053044A1]. 

The teachings of Moreno are again relied upon as set forth above. 
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For claim 4, Moreno lacks a teaching that the protective member is shaped to intrude 
between the adhesive sheet so as to partially overlap the adhesive sheet. However, since 
Moreno's Fig. 1 illustrate that the protective member 18 partially overlaps a side of the adhesive 
20, it would been obvious to change the shape of the protective member to have a shape that 
would intrude between the adhesive portions to provide protection thereto at the intruding 
portion. 

For claim 5, the edge member can be 2-20 mils [0018]. 

For claim 6, the surface of the overlapping part is not more than 50% of the surface area 
of the adhesive sheet (because the edge of the adhesive sheet appears to be not more than 50% of 
the surface area of said sheet). 

For claim 18, the tape is formed into a roll with an LAB layer on its rear surface 
providing the ability to unroll. 

For claims 16, 17 and 20, since they are within the scope of rejected claims, they are also 
rejected for the same reasons as set forth above. 

Response to Arguments 

7. Applicants argue at Remarks page 10 that 

"Moreno fails to teach or suggest, for example, "wherein said adhesive sheet comprises a 
base material and an adhesive layer, ... wherein the base material and the adhesive layer 
are made of different materials." (See, e.g., claim 2.)" 

However, since Moreno's primer layer reads on the base material, all the features in claim 2 are 

anticipated. 

Applicants argue at page 1 1 that 
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"changing a shape merely because shapes can be changed does not constitute a reason 
why the shape would have been changed, as required by the Supreme Court. The 
application discusses that the intrusions (sometimes referred to as "bolster portions 
302A") ensure rigidity of the entire laminate sheet when it is wound into a roll, so that 
deformation of the roll can be suppressed." 

However, since Moreno's Fig. 1 illustrate that the protective member 18 partially overlaps a side 

of the adhesive 20, it would been obvious to change the shape of the protective member to have a 

shape that would intrude between the adhesive portions to provide protection thereto at the 

intruding portion. 



Conclusion 

8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Victor S. Chang whose telephone number is 571-272-1474. The 
examiner can normally be reached on 7:00 am - 5:00 pm, Tuesday - Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Rena Dye can be reached on 571-272-3186. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Victor S Chang/ 

Primary Examiner, Art Unit 1794 



